REMARKS 

Clam, 1-37 are pending. Claims 1-8 and 10-37 are rejected. Claims 22, 26, 29, 30 and 
33 have been amended. The Examiner's reconsideration of the rejections is respectfully requested 
in view of the above amendments and the following remarks. 

Rpn pening of Prosecution/Re '™'^'™"* of Appeal 

Applicants would note for the record that this Office Action was issued to reopen 

Appeal Brief. Applicants retain their right to reinstate the Appeal in th 1S Action in the event that 
the Examiner issues a Final Office Action. 



rigim Rejections 

The following claim rejections are asserted in the Office Action: 

A. Claims 1-8, 10-20, 22, 23, 25-28, 30-34 and 37 are rejected under 35 U.S.C. 
§102(e) as being anticipated by U.S. Patent 6,678,790 to Kumar. 

B. Claims 1, 10-14 and 21 stand rejected under 35 U.S.C. §102(e) as being 
anticipated by U.S. Patent No. 6,321,318 to Baltz, 

C. Claim 29 is rejected under 35 U.S.C. §102(e) as being anticipated by U.S. Patent 

No. 6,606,684 to Ramagopal 

D. Claim 24 stands rejected as being unpatentable over Kumar in view of U.S. Patent 
) ,377,912toS^,orinmealtemativeinviewofU.S.Pa^ 

E. Claims 34 and 35 stand 
U.S. Patent 6,426,549 to Isaak. 
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A . ~. t-**— of Kun r- *r ^tinp.tioi Rejections 

At the very least, Kumar fails to anticipate Claims 1, 22, 26, 30 and 33. 
i/..—..- n~« Not Ant icipate Claim 1 

Kujm does not disclose, for example, a configurable memory having . -a, ,„ 

, Therejectionofclaimlisbased.inpart.onmeExaminer'serroneousfindingftatKu^ 
drsclosesaconngurablemernor^hav^ 

imHe second of operas The Examiner's finding s,uare,y contradicts Ku^ 
clear te achingofareconf^able m emor,(12)havin g «memoryarrays-ata g arra y(5 0, 
andacache data array(52), for cache operation , as depicted in FIG. 2). Indeed,!^ clearly 
discloses that,bedataarray(52)storesadata line and the tag array (50, stores sets of tags (Co,. 
3 H„es27-35). to omerwords.Kynw teaches that tag bits are ^stored with data bits in a data 
Hueofamemoryar.yconfiguredasacache^ in claim 1), but rather thatdatabits and tagbits 

nasnotsufficienuydemonstrat ed how Ku^ diseases, for example, a configurable memory 

cache, as claimed in claim 1 . Therefore, at the very least, the FjnaLAction fails to present a 
primafacie case of anticipation of claim 1 in view of Kumar. 



(ii) Kumar Does Not Anticipa te Claims 22. 26, 30 and 33 

Claims 22, 26, 30 and 33 commonly recite the claim feature of wherein either, the first 
mode of operation or the second mode of operation is selectable during a program execution 
based on comparing a supplied address to at least one address range contained in at least one 
configuration register. In the interest of cooperation, Applicants have amended claims 22, 26, 
30 and 33 to replace the objectionable claim language "can be selected" with is selectable . 
However, Applicants note for the record their strong disagreement with the Examiner's 
characterization of the claims as reciting only a capability, and failure to consider and place 
patentable weight on the claim terms, for at least all previously explained reasons. Indeed, the 
MPEP Section 2173.05(h) indicates that claim language such as "capable of or "may be" are 
valid terminologies that can be used in proper context to define a particular capability or purpose 
that is served by a recited element or step. 

Moreover, there is no support for the Examiner's assertion (on page 3 of the Office 
Action) that Kumar teaches a memory system that is capable of supporting a mode selection 
based on an address comparison. Once more, other than a bald assertion, the Examiner utterly 
fails to point to any specific teaching in Kumar to support such finding. The reason is simple - 
Kumar does not disclose or suggest any such mode selection feature (see, e.g., Kumar, Col. 2, 
lines 47-60, where the disclosed mode selection options do not disclose or suggest the claimed 
mode selection features). 

Accordingly, claims 1 , 22, 26, 30 and 33 are patentable over Kumar. Further, claims 2-8, 
10-20, 23, 25, 27-28, 3 1, 32, 34 and 37 are patentable over Kumar for at least the same reasons 
given for respective base claims 1, 22, 26, 30 and 33. 
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B tw TnMnvs of P .i» Not Support the Anticipation Rejections 

Bate is legally deficient to establish zprima facie case of anticipation against claims 1, 
.14 and 21. At the very least, Bate does not disclose a configurable memory that comprises a 
memory arrayin which both tagbits and databits are stored in a single data line in the memory 
array in a first mode of operation where the configurable memory is configured as a cache, as 
claimed in claim 1 . 

Once again, the Examiner erroneously contends that Bate discloses in FIG. 9, elements 
30, 3 1 and 32 illustrate a memory array for storing tag bits and data bits in a single data line in 
thememory array. However, similar to those arguments presented above with regard to claim 1 
in view of Kumar, Bate teaches separate tag memories (33, 32) (FIG. 9) of a memory controller 
(30)thataredistinetftomthememor y dataarray(3l)(seeFIG.1). Accordingly, for at least the 
above reasons, claim 1 is patently distinct from Bate Claims 10-14 and 21 are patentable 
over Bate at least by virtue of their dependence from claim 1 . 

I, should be noted that claims 10-14 are further patentable over Bate and Kumar for 
similar reasons discussed above. The Examiner's rejection of claims 10-14 is not based on cited 
art, but rather the Examiner' s failure to consider and simply dismiss the claim language as being 
a capability. The Exammer's rejection of claims 10-14 constitutes reversible error. 
C- riaim 29 is i>"* Anticipate ^ by Ramagopal 

Ramagopal fails to anticipate claim 29, as Ramagopal does not teach or suggest herein 
anyoneof the, hreemodes of operation isjelecmkka, any given ,ime during a program 
execution based on comparing a supplied address to at leas, one address range contained in at 
leas, one configuraUon register, as recited in claim 29. Again, in the interests of cooperation, 
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cla im 29 has been amended to replace the objectionable claim language "can be selected" with 
. s selectable. Withdrawal of the rejection is thus requested. 

Claim 24 is patentable Kumar in view o f Sample or Natarajan. 
Rather than provide a detailed explanation as to the impropriety of such rejections, it is 
office to say that the obviousness rejection of claim 24 is invalid at least for the same reasons 
^ven above for claim 22. Indeed, because claim 24 incorporates the elements of claim 22 by 
vir tue of dependency, and since the rejection of claim 22 is primarily based on an improper 
6n ding of Kumar anticipating claim 22, the Final Action fails at the very least to demonstrate 
ho w the combined teachings of Kumar and Sainpk or Natarajan meet the elements of claim 24. 
^ Claims 34 and 35 are patentable over K umar and Isaak 

The Examiner has not presented a prima facie case of obviousness against claims 34 and 
35 based on the combination of Kumar and Isaak Again, rather than provide a detailed 
explanation as to the impropriety of such rejections, it is suffice to say that the obviousness 
.ejections are invalid at least for the same reasons given above for claim 33. Indeed, because 
claims 34 and 35 incorporate the elements of claim 33 by virtue of dependency, and since the 
ejection of claim 33 is primarily based on an improper finding of Kumar anticipating claim 33, 
the Examiner has failed at the very least to demonstrate how the combined teachings of Kumar 
and Isaak meet the elements of claims 34 and 35. 

Accordingly, withdrawal of all anticipation and obviousness rejections is requested. 
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